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REMAB KS/ ARGUMENTS 

The Applicants respectfully request reconsideration of the present Application in view of 
the foregoing amendments and the following remarks/arguments. Claims 1-27 were originally 
filed with the present Application, and are all rejected in the pending Office Action. In the 
present Amendment, the Applicant has amended claims 1,2,4, 10, 11, 13, 1 9, 20 and 22. and 
have canceled claim 6. No claims have been added, and no new matter has been added by the 
amendments. Accordingly, claims 1-5 and 7-27 remain pending in the present Application. 

I. OBJECTIONS 

The Examiner has objected to the drawings as not disclosing certain designators 
mentioned in the specification. Specifically, several features of the inventions) having 
individual components have been described in some places in the specification under a single 
designator number. In response, the Applicant has amended the relevant portions of the 
specification to remove the single designator numbers as they are not necessary to understand the 
invention(s) or the drawings. Accordingly, the Applicant respectfully request that these 

objections be withdrawn. 

The Examiner has also objected to claim 6 under 37 C.F.R. 1 .75(c) as being in improper 
dependent form for failing to further limit the subject matter of a previous claim. Specifically, 
the Examiner states that claim 6 is dependent from claim 1, but that claim 1 already discloses 
that carriages are used to couple the first and second aims to the base and the first arm. In 
response, the Applicant has canceled claim 6 without prejudice or disclaimer. Accordingly, the 
Applicant respectfully requests that the objection to claim 6 be withdrawn. 


AMENDMENT AND RESPONSE TO OFFICE ACTION PAGE 1 4 OF 1 7 

DALDMS/S2837S.I j 

PAGE 16/19* RCVDAT 5/11/20O5 11:09:47 AM [Eastern Daylight Time] * SVR:USPT0-EFXRF-1/3 * DNIS:8729306 ' CSID:214 985 5900 * DURATION (mnvss):0540 


05/11/05 WED 10:15 FAX 214 965 5900 


BAKER & McKENZ IE-DALLAS 


(21017 


Serial No. 10/726,973 
Attorney Docket No. 241707593 

; 
i 

II. REJECTIONS UNDER 35 V.S.C. §112 

The Examiner has reject claims 1-27 under 35 ij.S.C. §112, second paragraph, as 
ahegedly failing to particularly point out and distinctly clfim the subject matter which the 
Applicant regards as the invention. Specifically, the Examiner has rejected me pending claims 
aUonataitagrmmds.n^y.ma.i.Urn^^wha.^aUowsme^^ngatmto 

romte about me second rotational axis. In response, me jppUcants have amended Cairns 1 , 2, 4, 
10, 11. 13, 19, 20 and 22 <o more clearly recto that me extending » includes a central shaft 46, 
and me central shaft 4d rotates within me second arm abiut the second rotational axis. In view 
ofm.se amendments, the AppUcan. requests that these rejections be withdrawn. 

XB.. REJECTIONS UNDER 35 U.S.C. §103 | 

The Examiner has rejected claims 1-27 under 35 U.S.C. §103(a) as allegedly obvtous 
over US. Patent No. 4,662.117 to Korwin er al. in view! of US. Patent No. 6,764,385 to 
Boumerzoug « at. In response, mo Applicant reapectftily asserts mat me combination of 
Korwin with Boumaraoug in an effort to arrive a, all m. elements recited in independent claims 

1, ,0 and 19 is improper, and also fails to teach or suggest all of the elements recited in these 

independent claims. 

As the Examiner admits, Korwin does not teach or suggest a second arm pivotally 
coupled to the first arm via a second carriage, as recited in independent claims 1 , 10 and 19. As 
a result, the Examiner seeks to combine Korwin with Boumeaoug to arrive at feature recited 
inthepresentclaims. The Korwin apparatus has been provided with a pivoting "spindle head" 
34 mounted within a yolk 36 at the end of the ram 32 » order to direct the positioning of a tool 
aiongthisrotationalaxisinthemannerdescribed. d 3, In. 50, to coL 4, In. 10. SinceKorwin 
alreadyincludesaspecmcm^ 
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there is nothing in Korwin that would suggest the need for further including the pivotal device 36 
in Boumerzoug, and to do so would obviate the need for the pivoting means already provided by 
Korwin. In order to properly combine references for a rejection under 35 U.S-C. § 103, it is not 
enough that a combination may be possible. Instead, there must also be some motivation to 
combine the two references provided in the knowledge held by one of ordinary skill in the art or 
found in the references themselves. Here, because Korwin already provides a pivoting device 
sufficient for positioning the tool as desired, there is no motivation to combine the pivotal device 
36 of Boumerzoug with the apparatus of Korwin. Since there is no motivation for the 
combination offered by the Examiner, the combination is improper and cannot serve as the basis 
forarejectionofthe pending claims under 35U.S.C. §103. Accordingly, the Applicant 
respectfully requests that the Examiner withdraw the §103 rejection with respect to the pending 
claims. 

Moreover, the positioning device of Korwin also doesn't not disclose a central shaft 
configured to rotate within the second arm about a second rotational ax* parallel to the vertical 
axis, as recited in independent claims 1, 10 and 19- Specifically, Korwin discloses a ram 32 
configured only for vertical movement along a vertical axis. Col. 2, Ins. 58-60. However, there 
is no central shaft provided within this ram 32 for rotational movement about this vertical axis. 
Instead, only the yoke 36 discussed above is configured for swivel (i.e., rotational) movement 
with respect to the ram 32. Col. 2, Ins. 60-65. Furthermore, there is also no such central shaft 
disclosed in Boumerzoug. Thus, Korwin, alone oriin combination with Boumerzoug, also does 
not teach or suggest a central shaft configured to rotate within the second arm about a second 
rotational axis parallel to the vertical axis, as recited in independent claims 1, 10 and 19. For this 
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reasons as well, the Applicant respectfully requests that the Examiner withdraw the §103 
rejection with respect to the pending claims. 

IV. CONCLUSION 

The Applicant respectfully submits that pending claims 1-5 and 7-27 are in condition for 
allowance, and request a Notice of Allowability for the pending claims. The Examiner is invited 
to contact the undersigned Attorney of Record if such would expedite the prosecution of the 
present Application. Although no fees are believed to be due with this Amendment, if it is 
determined that fees are due, please charge or credit Deposit Account No. 13-0480, referencing 
the Attorney Docket Number specified herein. 

Respectfully submitted, 


Date: May 11, 2005 
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JameS-H. Ortega 
Reg. No. 50,554 
Attorney for Applicant 

baker & Mckenzie llp 

2300 Trammell Crow Center 
2001 Ross Avenue 
Dallas, TX 75201 
Tel: (214)978-3000 
Fax: (214) 978-3099 
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